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DETAILED ACTION 
Response to Arguments 

1 . Applicant's argunnents, see pages 8 and 9, filed 3/6/06, with respect to the 
rejection(s) of claim(s) 9 under Miyoshi et al. Publication 2001/0049703 and Mica! 
Patent 4,772,882 have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Tanaka Patent 6,519,048, application's admitted prior art, 
and well known prior art. 

Claim Objections 

2. Claim 3 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The limitation of claim 3 
has been inserted into Independent claim 1 and thus fails to further limit the claim. 

3. Claims 1 2 and 1 3 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) In independent form. The claims 12 
and 13 are identical to claims 10 and 1 1 respectively. 
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4. Claim 14 is objected to because of the following informalities: The comma 
should be removed from line 2 of the claim. Appropriate correction is required. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 3, 5, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miyoshi et al. Publication 2001/0049703, and further in view of application's 
admitted prior art, and well known prior art. 

Referring to claim 1 , Miyoshi et al. disclose a print instruction program, stored in 
a network terminal device outputting a print instruction to a printer linked to a 
communication network, for allowing said network terminal device to function as: a data 
control unit for controlling print data by obtaining mouse event data and file name data 
on a location where a mouse pointer is positioned (page 3-4, paragraph 44-45) from a 
plug-in unit that adds functions to a browser program (page 3, paragraph 41); a data 
accumulation unit for storing said file name data, wherein the data accumulation unit 
stores a plurality of PDF file names with their respective address data in a list form 
(control number display portion 184 of Fig. 3, page 3, paragraph 44); a data display unit 
for adding a print menu for a PDF file in a menu screen displayed in association with 
clicking of a mouse button (Fig. 3, page 3, paragraph 43), wherein the menu screen 
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displays the plurality of PDF file names with-their respective address data (control 
number display portion 184 of Fig. 3, page 3, paragraph 44); and a data transmission 
unit for sending said tile name data to said printer (page 3, paragraph 45). Miyoshi et 
al. further discloses that web data may comprise PDF files (page 7, paragraph 91). 
Miyoshi et al. do not disclose expressly a printer that prints directly PDF files. The 
applicant's admitted prior art teaches a printer with a PDF direct printing function (pages 
2-3). Miyoshi et al. and the applicant's admitted prior art are combinable because they 
are from the same field of printing systems. At the time of the invention, it would have 
obvious to a person of ordinary skill in the art to utilize a printer with a PDF direct print 
function in the invention of Miyoshi et al. The motivation for doing so would have been 
to reduce the time needed to print PDF files. Miyoshi et al. do not disclose expressly 
wherein the menu screen is displayed on a same browser screen that is displaying a 
PDF file. Displaying a print menu on an internet browser is well known and obvious in 
the art. This is a standard feature in Microsoft Internet Explorer and Netscape 
Navigator which both provide support for viewing PDF files. Miyoshi is in the same field 
of internet printing. At the time of the invention, it would have obvious to a person of 
ordinary skill in the art to display a print menu on a browser screen. The motivation for 
doing so would have been to allow fast and easy printing of an internet file. 

Referring to claim 3, Miyoshi et al. disclose wherein said data accumulation unit 
stores a plurality of PDF file names with their respective address data in a list form 
(control number display portion 184 of Fig. 3, page 3, paragraph 44). 
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Referring to claim 5, Miyoshi et al. disclose wherein said direct print menu 
includes a menu item for displaying the list of the PDF file names stored in said data 
accumulation unit (Fig. 3, page 3. paragraph 43). 

Referring to claim 7, Miyoshi et al. disclose wherein said data control unit checks 
the address data of the PDF files stored in said list, so that, for a file to be downloaded 
from a network address on the Internet, a URL of that PDF file is sent to said printer 
(step 1 122 of Fig. 8, page 5, paragraph 70), and for a PDF file stored at a local address 
in said network terminal device, that PDF file is sent to said printer (step 1022 of Fig. 6, 
page 5, paragraph 63). Miyoshi et al. further discloses that web data may comprise 
PDF files (page 7, paragraph 91). 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyoshi et 
al. Publication 2001/0049703, application's admitted prior art, and well known prior art, 
as applied to claim 1, and further in view of Berstis Patent 6,018,345. 

Referring to claim 2, Miyoshi et al. discloses that web data may comprise PDF 
files but do not disclose expressly changing the mouse pointer to a PDF file specific 
form when it has determined that said file name data is of a PDF file. Berstis discloses 
changing the mouse pointer to a specific form when it has determined that file name 
data is a specific file, and wherein activation by the mouse pointer of the file specific 
form cause a menu screen to replace a display of the file specific form on the browser 
screen (steps 308 and 312 of Fig. 5, col. 6, lines 37-47). Miyoshi et al. and Berstis are 
combinable because they are from the same field of computer systems. At the time of 
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the invention, it would liave been obvious to one of ordinary skill in the art to change a 
mouse pointer to a PDF specific form when located over a PDF file. The motivation for 
doing so would be to alert the user that a file is a specific type with further options 
available for the file. Therefore, it would have been obvious to combine Berstis with 
Miyoshi et al. to obtain the invention as specified in claim 2. 

8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyoshi et 
al. Publication 2001/0049703, application's admitted prior art, and well known prior art 
as applied to claim 3, and in further view of Otsuka Patent 5,579,126. 

Referring to claim 4, Miyoshi et al. disclose a direct print menu but do not 
disclose expressly including a menu item for sequentially printing PDF files whose file 
names are included in the list stored in said data accumulation unit. Otsuka discloses 
sequentially printing documents from a list (col. 13, lines 22-26). Miyoshi et al. and 
Otsuka are combinable because they are from the same field of printing systems. At 
the time of the invention, it would have been obvious to one of ordinary skill in the art to 
include a menu item for sequentially printing the list of PDF files. The motivation for 
doing so would be to allow the user to only select one menu item for printing a list of 
files opposed to having to select multiple menu items. Therefore, it would have been 
obvious to combine Otsuka with Miyoshi et al. to obtain the invention as specified in 
claim 4. 
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9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyoshi et 
al. Publication US 2001/0049703, application's admitted prior art, and well known prior 
art as applied to claim 3, and In further view of Mical Patent 4,772,882. 

Referring to claim 6, Miyoshi et al. disclose adding a PDF file name of a new print 
target at a bottom of the list of the PDF file names stored in said data accumulation unit 
(page 5, paragraph 60). Miyoshi et al. do not disclose expressly utilizing a menu item 
for adding a new file. Mical discloses utilizing a menu item for adding to a list (col. 9, 
lines 16-25). Miyoshi et al. and Mical are combinable because they are from the same 
field of computer systems. At the time of the invention, it would have been obvious to 
one of ordinary skill in the art to include a menu item for adding files to a list. The 
motivation for doing so would be to provide a convenient method for adding to a list 
within a menu. Therefore, it would have been obvious to combine Mical with Miyoshi et 
al. to obtain the invention as specified in claim 6. 

10. Claims 8, 10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tanaka Patent 6,519,048, and further In view of application's admitted prior art, 
and well known prior art. 

Referring to claim 8, Tanaka disclose a print instruction method for outputting a 
print instruction from a network terminal device to a printer linked to a communication 
network, comprising the steps of: checking whether a print target file specified by a 
mouse pointer on a browser screen is a PDF file (inherent, see below); checking 
whether the specified file is to be printed by pull printing, if the pull printing Is Indicated, 
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reading a print menu screen (col. 9, lines 4-15), and if the pull printing is not Indicated, 
the specified PDF file is downloaded and saved in the network terminal device by 
selecting a menu item for saving an object in a file on the print menu screen, and said 
specified PDF file is outputted to the printer (col. 9-10, lines 64-67, 1-15); storing a 
network address of the specified file by selecting a menu item to execute direct printing 
of a PDF file on the print menu screen (col. 9-10, lines 64-67, 1-15), and outputting the 
network address of the specified file to the printer (col. 9-10, lines 64-67, 1-15). While 
Tanaka does not disclose expressly checking whether a file is a PDF file, it is inherent in 
a computer that a computer recognizes a file type to know the corresponding program 
that is run to execute the file. Tanaka does not disclose expressly a printer that prints 
directly PDF files. The applicant's admitted prior art teaches a printer with a PDF direct 
printing function (pages 2-3). Tanaka and the applicant's admitted prior art are 
combinable because they are from the same field of printing systems. At the time of the 
invention, it would have obvious to a person of ordinary skill in the art to utilize a printer 
with a PDF direct print function in the invention of Tanaka. The motivation for doing so 
would have been to reduce the time needed to print PDF files. Tanaka does not 
disclose expressly reading a print menu screen by clicking a mouse while the pointer is 
kept specifying the file. Right clicking a file type and accessing a print menu option is 
well known in the art. This is a standard feature in Microsoft Internet Explorer and 
Netscape Navigator which both allow a user to right click an internet link which displays 
a menu option for printing. Tanaka is in the same field of internet printing. At the time 
of the invention, it would have obvious to a person of ordinary skill in the art to read a 
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print menu by clicking a mouse while specifying the file. The motivation for doing so 
would have been to allow fast and easy printing of an internet file. 

Referring to claims 10 and 12, Tanaka disclose wherein the step of checking 
whether a print target file is a PDF file checks based on indication of a file name of the 
print target file. While Tanaka does not disclose expressly checking whether a file is a 
PDF file, it is inherent in a computer that a computer recognizes a file type to know the 
corresponding program that is run to execute the file. 

1 1 . Claims 1 1 and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Tanaka Patent 6,519,048, application's admitted prior art, and well known prior art, 
as applied to claims 10 and 12, and further in view of Berstis Patent 6,018,345. 

Referring to claims 11 and 13, Tanaka disclose checking based on the indication 
of a file name, but do not disclose expressly changing the mouse pointer to a PDF file 
specific form when it has determined that said file name data is of a PDF file. Berstis 
disclose a file specific mouse pointer is displayed in the vicinity of a file (steps 308 and 
312 of Fig. 5, col. 6, lines 37-47). Tanaka and Berstis are combinable because they are 
from the same field of computer systems. At the time of the invention, it would have 
been obvious to one of ordinary skill in the art to change a mouse pointer to a PDF 
specific form when located over a PDF file. The motivation for doing so would be to 
alert the user that a file is a specific type with further options available for the file. 
Therefore, it would have been obvious to combine Berstis with Miyoshi et al. to obtain 
the invention as specified in claim 11 and 13. 
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12. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tanaka Patent 6,519.048, application's admitted prior art, and well known prior art, 
as applied to claim 8, and further in view of Miyoshi et al. Publication 2001/0049703. 

Referring to claim 14, Miyoshi et al. disclose wherein said step of storing the 
network address adds said network address to a bottom of a list of PDF files to be 
printed (page 5, paragraph 60). 

Referring to claim 15, Tanaka disclose wherein when a network address of a 
specified PDF file is to be outputted to the printer by using the list of the PDF files to be 
printed, it is determined whether pull printing or push printing is performed, depending 
on the address of said specified PDF file which is either a network address or a local 
address (col. 9, lines 4-15). 

13. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyoshi et al. Publication 2001/0049703, and further in view of well known prior art. 

Referring to claim 15, Miyoshi et al. disclose sending a network address of a 
browser screen to a menu screen (page 5, paragraph 60), wherein the menu screen is 
superimposed on the browser screen (both screens appear on the same display, a 
maximized browser screen would be superimposed by the menu screen of Fig. 3), and 
wherein the menu screen contains multiple network addresses (control number display 
portion 184 of Fig. 3, page 3, paragraph 44). Miyoshi et al. do not disclose expressly a 
print queue. Official Notice is taken that it is well known and obvious in the art to send 



Application/Control Number: 1 0/091 ,71 8 Page 1 1 

Art Unit: 2625 

print jobs to a print queue (See MPEP 2144.03). At the time of the invention, it would 
have been obvious to a person of ordinary sl^ill in the art to send print jobs to a print 
queue. The motivation for doing so would have been to create an ordered storage for 
handling received print jobs. 

Referring to claim 16, Miyoshi et al. disclose wherein the browser screen displays 
a PDF file (page 7, paragraph 91). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571)272-7471. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




